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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Miller (US 
4,700,131). 

Re claim 1, Miller discloses sensor device 10 comprising coated electric wire 30 (helical 
winding of insulated copper wire) wound around a detection circuit in a planar manner (Fig. 1) 
so as to electrostatically shield (Faraday shield) the detection circuit, wherein the electric wire is 
coated with an insulating material (column 3 lines 37-39, 59-63). 

Re claim 2, Miller discloses wherein the coated electric wire is spirally wound (helical 
winding) around the detection circuit in a single manner (column 3 lines 37-39, 59-63). 

Re claim 3, Miller discloses detection circuit board 57 having the detection circuit 42 
(coils) and a cylindrical case (outer cylindrical magnetic shield)(column 2 lines 42-45) wherein 
the coated electric wire 30 is wound around the detection circuit board in a cylindrical manner so 
as to form a cylindrical surface, and the direction of an axis of the cylindrical surface is parallel 
to the direction of the axis of the case (Fig. 1). 
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Re claim 4, Miller discloses sensor device comprising detection coil 42 having a core 
(column 2 lines 36-42) and the detection circuit includes an oscillation circuit (signal 
generator)(abstract) having the detection coil 42. Re proximity sensor and coil serving 
(functioning) as a resonance element [see MPEP 21 14 R-l — Functional Language: 
APPARATUS CLAIMS MUST BE STRUCTURALLY DISTINGUISHABLE FROM THE 
PRIOR ART 

>While features of an apparatus may be recited either structurally or functionally, 
claims<directed to >an< apparatus must be distinguished from the prior art in terms of structure 
rather than function. >In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 143 1-32 (Fed. 
Cir. 1997) (The absence of a disclosure in a prior art reference relating to function did not defeat 
the Board's finding of anticipation of claimed apparatus because the limitations at issue were 
found to be inherent in the prior art reference); see also In re Swinehart, 439 F.2d 210, 212-13, 
169 USPQ 226, 228-29 (CCPA 1971);< In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 
(CCPA 1959). "[Apparatus claims cover what a device is, not what a device does. n Hewlett- 
Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990) (emphasis in original)]. Clearly the magnetic field sensor disclosed by Miller could be 
used as a proximity sensor by detecting magnetic field associated with an object. 

Claim Rejections - 35 USC § 103 
3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Miller (US 
4,700,13 1) in view of applicant's admitted prior art (see specification pages 1-3). 

Re claims 5 and 6 Miller disclosed all of the claimed limitations as set forth above 
including metallic film (outer cylindrical magnetic shield)(column 2 lines 42-45) for 
electrostatically shielding and the detection coil is formed at the outer surface of the core, and the 
coated electric wire is electrically connected to ground, except coated electric wire are 
electrically connected to the metallic film of the core and to ground. However these features are 
disclosed in the admitted prior art (pages 1-3). 

At the time of the invention it would have been obvious for one of ordinary skill in the art 
to modify Miller by adding electrical connection of coated wire to metallic film and to ground as 
disclosed in the admitted prior art for maintaining the electrostatic shield at a common ground 
potential for effectively shielding the sensor from electromagnetic noise. 

Re claims 7 and 8 Miller did not expressly disclose coating strength of coated electric 
wire used for shielding is greater than that of the coated electric wire to be used as a coil wire of 
the detection coil, but would have been obvious to do so as required for providing the required 
electrical insulation as well as for adequate mechanical strength. 

5. Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Miller (US 
4,700,13 1) in view of Hatanaka (US 6,069,393). 
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Re claims 9 and 10 Miller discloses all of the claimed limitations as set forth above 
including coated electric wire wound around a detection circuit in a planar manner except 
wherein the sensor is photoelectric sensor for converting light from a region into an electric 
signal 

Hatanaka (US 6,069,393) discloses electrostatic shield 621 for a photoelectric sensor for 
converting light from a region into an electric signal providing stable photo current (column 1 1, 
lines41-43)(Fig. 24). 

At the time the invention was made it would have been obvious for one of ordinary skill 
in the art to modify Miller by replacing the magnetic current sensor with a photoelectric sensor 
disclosed by Hatanaka for converting light from a region into an electric signal including the 
electrostatic shield disclosed by Hatanake for providing stable photo current. 

Re claim 11, Miller disclosed sensor device further comprising detection circuit board 
having detection circuit 42 contained inside cylindrical case (outer cylindrical magnetic 
shield)(column 2 lines 42-45), wherein the coated electric wire 30 is wound around the 
detection circuit board and the board holder in a planar (two dimensional surface) manner (Fig. 
1). Sensor 42 mounted on bobbin 57 (Fig. 5) is broadly interpreted as detection circuit board. 

Miller and Hatanaka combined did not expressly disclose semi-split cylindrical board 
holder but would have been obvious to do so to facilitate sensor manufacture and assembly. 

At the time of the invention it would have been obvious for one of ordinary skill in the art 
to modify Miller and Hatanaka by incorporating semi-split cylindrical board holder for 
supporting detecting circuit so as to facilitate sensor manufacture and assembly. 
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Conclusion 



6. The prior art made of record and not relied upon is considered pertinent to applicant's 



Geiger (US 3,665,298) discloses sensor comprising cylindrical body (tubular) comprising 
coil and electrostatic shield 65 (Faraday shield) made of planar coated (Teflon) copper sheet. 

Adams (US 3,684,955) discloses sensor (current probe) comprising coil winding with 
shielding so that signal generated in winding can be transferred to a remote location without 
contamination by the high fields. 

Applicant's arguments with respect to claims 1-11 have been considered but are moot in 
view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Anjan K. Deb whose telephone number is 571-272-2228. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Diane 
Lee can be reached at 571-272-2399. 
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